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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 26, 31, and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,968,731 to Layne et al. in view of U.S. Patent 
No. 5,723,320 to Dehlinger. 

Layne discloses a method for a user interface to accept laboratory experiment 
information for control of a laboratory experiment (column 3, line 60 to column 4, line 
9), the method using a computer system, the computer system including a 
processing system coupled to a network, wherein a user input device and processor 
are coupled to the processing system (column 8, lines 13-20 and Figure 5), the 
method comprising accepting signals from the user input device to define a 
parameter of an experiment (column 8, lines 27-30 and column 15, lines 58-33), 
transferring the parameter to the network (column 8, lines 27-30), receiving 
experiment results from the network, wherein the experiment results include results 
from an experiment using the parameter, and outputting the experiment results on 
the computer system (column 8, lines 34-37 and column 15, lines 38-40) via a 
coupled display device (column 1 1 , lines 30-38). 
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Layne also discloses executing the method using computer program instructions 
embodied on a computer-readable medium (column 10, lines 4-17). 

Layne further discloses accepting signals from the user to indicate a target 
database for publishing experiment results (column 8, lines 38-41 and column 15, 
lines 40-41). 

As noted above, the invention of Layne teaches many of the features of the 
claimed invention and while Layne discloses that the experiment is an experiment 
performed on a fluorescent probe (column 13, lines 63-66), Layne does not 
specifically indicate that the probe is arranged as part of a probe array. 

Dehlinger teaches fluorescent probes arranged as part of a probe array (column 
1, lines 37-42 and column 13, lines 62-66). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Layne to include specifying that the probe is arranged as part of a probe 
array, as taught by Dehlinger, because, as suggested by Dehlinger, the combination 
would have improved probe diagnosis and gene-expression studies by using probes 
arranged at predetermined locations as part of an array (column 13, line 54 to 
column 14, line 12). 

3. Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Layne et al. in view of Dehlinger and further in view of U.S. Patent No. 4,875,859 to 
Wong et al. 
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As noted above, the invention Layne and Dehlinger teaches many of the features 
of the claimed invention and while the invention of Layne and Dehlinger does include 
software modules for describing, to the user, how to use the test instruments (Layne, 
column 10, lines 33-37) as well as for explaining how the test facility is used along 
with test methodology (Layne, column 1 1 , lines 30-35), the combination does not 
specifically display steps of setup and execution of the experiment. 

Wong teaches a method and apparatus for guiding a user during setup of a 
signal measurement system including a display for textually and pictorially 
presenting the steps of setup and execution to the user (column 1 , lines 55-60). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Layne and Dehlinger to include specifically displaying steps of setup and 
execution of the experiment, as taught by Wong, because, as suggested by Wong, 
the combination would have provided a method for insuring that the proper 
instruments are setup and necessary parameters are obtained in selecting the 
correct desired test/measurement process (column 2, lines 1-5 and column 4, line 55 
to column 5, line 11). 

4. Claims 26-31, 34-36, 41, 42, 51, 52, 57, and 58 are rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent No. 6,100,030 to McCasky Feazel et 
al. in view of Layne et al. 

McCasky Feazel discloses the use of selective DNA fragment amplification 
products for hybridization-based genetic fingerprinting, marker assisted selection. 
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and high-throughput screening for use in a laboratory (i.e. probe array) experiment 
(abstract) comprising accepting signals/input data from a user input device, through 
a computer interface, inherently with associated instructions (column 43, lines 27- 
38), to define a parameter of an experiment, including data to define a probe array 
image identifier (column 50, lines 42-49 and column 52, lines 54-62) and a probe 
array analysis set and type (i.e. experiment ID, sample ID, and plate type) (column 
44, lines 10-35) by displaying setup prompts on a corresponding display (column 44, 
line 60 to column 45, line 3, column 45, lines 52-63, and column 44, lines 10-35). 
McCasky Feazel also discloses that the accepted signals are used to control 
scanning and hybridization (column 30, lines 7-32, column 37, lines 21-43 and 
column 42, line 55 to column 43, line 9). 

McCasky Feazel also discloses exporting/transferring the received parameters to 
a processor to generate experimental results (column 44, lines 36-38) and display 
the experimental results experiment/array images (column 53, lines 1-3), indicating 
hybridization information (column 3, lines 30-56), as well as displaying the current 
state of the experimental operation (column 49, lines 31-43). McCasky Feazel also 
discloses receiving from the user signals/data indicating a target output file (column 
46, lines 3-18). 

While McCasky Feazel does describe producing and exporting a target output 
file, McCasky Feazel does not specifically disclose conducting the experiment over a 
network (i.e. transferring parameters to a network and receiving experiential results 
from the network). 
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Layne discloses a method for a user interface to accept laboratory experiment 
information for control of a laboratory experiment (column 3, line 60 to column 4, line 
9), the method using a computer system, the computer system including a 
processing system coupled to a network, wherein a user input device and processor 
are coupled to the processing system (column 8, lines 13-20 and Figure 5), the 
method comprising accepting signals from the user input device to define a 
parameter of an experiment (column 8, lines 27-30 and column 15, lines 58-33), 
transferring the parameter to the network (column 8, lines 27-30), receiving 
experiment results from the network, wherein the experiment results include results 
from an experiment using the parameter, and outputting the experiment results on 
the computer system (column 8, lines 34-37 and column 15, lines 38-40) via a 
coupled display device (column 1 1 , lines 30-38). 

Layne also discloses executing the method using computer program instructions 
embodied on a computer-readable medium (column 10, lines 4-17). 

Layne further discloses accepting signals from the user to indicate a target 
database for publishing experiment results (column 8, lines 38-41 and column 15, 
lines 40-41). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of McCasky Feazel to include conducting the experiment over a network, 
as taught by Layne, because, as suggested by Layne, the combination would have 
provided a method for allowing access to biological samples in areas where access 
to laboratory materials and procedures is limited (column 8, lines 1-12) as well as 
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provide means for linking the process to additional information and/or additional 
users to allow more through analysis by sharing samples (column 8, lines 38-43 and 
column 1 0, line 64 to column 1 1 , line 1 1 ). 

5. Claims 32, 43, 44, 49 and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McCasky Feazel et al. in view of Layne et al. and further in view 
of Wong et al. 

As noted above, the invention Layne and McCasky Feazel teaches many of the 
features of the claimed invention and while the combination does include software 
modules for describing, to the user, how to use the test instruments (Layne, column 
10, lines 33-37) as well as for explaining how the test facility is used along with test 
methodology (Layne, column 11, lines 30-35), the combination does not specifically 
display steps of setup and execution of the experiment. 

Wong teaches a method and apparatus for guiding a user during setup of a 
signal measurement system including a display for textually and pictoriaily 
presenting the steps of setup and execution to the user (column 1, lines 55-60). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Layne and McCasky Feazel to include specifically displaying steps of 
setup and execution of the experiment, as taught by Wong, because, as suggested 
by Wong, the combination would have provided a method for insuring that the proper 
instruments are setup and necessary parameters are obtained in selecting the 
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correct desired test/measurement process (column 2, lines 1-5 and column 4, line 55 
to column 5, line 11). 

6. Claims 37, 38. 53, and 54 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over McCasky Feazel et al. in view of Layne et al. and further in view 
of U.S. Patent No. 6,046,165 to Laughon, 

As noted above, the combination of McCasky Feazel and Layne teaches many of 
the features of the claimed invention and while the combination does teach 
accepting signals to define a probe array experiment as well as that the parameter 
comprises a probe array image identifier and a probe array analysis set and type, as 
well as control signals to provide a grid to aid in data visualization (McCasky Feazel, 
column 52, line 63 to column 53, line 3), the combination does not explicitly indicate 
that the signals control grid alignment. 

Laughon et al. teaches compositions and methods for identifying and testing 
TGF-(3 pathways against agonists and antagonists including signals used for 
sequence identification as well as for aligning a grid to an image scan using the 
known dimensions of the array (column 33, lines 64-67). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of McCasky Feazel and Layne to specifically indicate that the signals 
control grid alignment, as taught by Laughon, because the invention of McCasky 
Feazel and Layne does disclose the use of a grid aligned to aid in data visualization 
and, as suggested by Laughon, the combination would have provided means for 
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properly aligning the grid to the resulting data in order to insure that the data 
provided to the user is accurate and therefore that the resulting analysis is also 
accurate (column 33, line 64 to column 24, line 34), 

7. Claims 39, 40, 55, and 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McCasky Feazel et al. in view of Layne et al. and further in view 
of U.S. Patent No. 5,733,729 to Lipshutz et al. 

As noted above, the combination of McCasky Feazel and Layne teaches many of 
the features of the claimed invention and while the combination does teach 
computer instructions for accepting signals to define a probe array experiment as 
well as that the parameter comprises a probe array image identifier and a probe 
array analysis set and type, the combination does not specifically indicate that the 
signals control cell average analysis, 

Lipshutz et al. teaches computer-aided probability base calling for arrays of 
nucleic acid probes on chips including means for analyzing a cell average (column 9, 
lines 17-28). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of McCasky Feazel and Layne to specifically indicate that the signals 
control cell average analysis, as taught by Lipshutz, because the combination of 
McCasky Feazel and Layne does teach determining a probe intensity measurement 
(column 37, lines 21-43) and, as suggested by Lipshutz, the combination would have 
improved analysis by determining a plurality of intensities for each cell and obtaining 
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an average therefrom as well as improving analysis by allowing the calculation of a 
probability and corresponding confidence with respect to the identified probe 
(column 10, lines 16-36 and column 11, lines 7-67), 

8. Claims 39, 40, 55, and 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McCasky Feazel et al. in view of Layne et al. and further in view 
of U.S. Patent No. 3,657,537 to Wheeless, Jr. et al. 

As noted above, the combination of McCasky Feazel and Layne teaches many of 
the features of the claimed invention and while the combination does teach 
computer instructions for accepting signals to define a probe array experiment as 
well as that the parameter comprises a probe array image identifier and a probe 
array analysis set and type, the combination does not specifically indicate that the 
signals control cell average analysis. 

Wheeless teaches a computerized slit-scan cyto-fluorometer for automated cell 
recognition including means for examining fluorescent probes (column 1 , lines 11- 
28) by obtaining a plurality of intensity values and determining an averaged scan of 
fluorescence along the cell (column 2, lines 61-67). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of McCasky Feazel and Layne to specifically indicate that the signals 
control cell average analysis, as taught by Wheeless, because the combination of 
McCasky Feazel and Layne does teach determining a probe intensity measurement 
(column 37, lines 21-43) and, as suggested by Wheeless, the combination would 
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have provided means for determining an average intensity that is useful in order to 
pictorially illustrate the boundaries of the cell under analysis thereby obtaining 
important parameters in an accurate method with clear graphical results (column 2, 
lines 61-67 and column 5, line 72 to column 6, line 6). 

9. Claims 45 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McCasky Feazel et al. in view of Layne et al. and Wong further in view of 
Laughon. 

As noted above, the combination of McCasky Feazel, Layne, and Wong teaches 
many of the features of the claimed invention and while the combination does teach 
accepting signals to define a probe array experiment as well as that the parameter 
comprises a probe array image identifier and a probe array analysis set and type, as 
well as control signals to provide a grid to aid in data visualization (McCasky Feazel, 
column 52, line 63 to column 53, line 3) and display setup and execution, the 
combination does not explicitly indicate that the signals control grid,alignment. 

Laughon et al. teaches compositions and methods for identifying and testing 
TGF-p pathways against agonists and antagonists including signals used for 
sequence identification as well as for aligning a grid to an image scan using the 
known dimensions of the array (column 33, lines 64-67). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of McCasky Feazel, Layne, and Wong to specifically indicate that the 
signals control grid alignment, as taught by Laughon, because the invention of 
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McCasky Feazel, Layne, and Wong does disclose the use of a grid aligned to aid in 
data visualization and, as suggested by Laughon, the combination would have 
provided means for properly aligning the grid to the resulting data in order to insure 
that the data provided to the user is accurate and therefore that the resulting 
analysis is also accurate (column 33, line 64 to column 24, line 34). 

10. Claims 47 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McCasky Feazel et al. in view of Layne et al. and Wong further in view of 
Lipshutz et al. 

As noted above, the combination of McCasky Feazel, Layne, and Wong teaches 
many of the features of the claimed invention and while the combination does teach 
computer instructions for accepting signals to define a probe array experiment as 
well as that the parameter comprises a probe array image identifier and a probe 
array analysis set and type, as well as control signals to display setup and 
execution, the combination does not specifically indicate that the signals control cell 
average analysis. 

Lipshutz et al. teaches computer-aided probability base calling for arrays of 
nucleic acid probes on chips including means for analyzing a cell average (column 9, 
lines 17-28). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of McCasky Feazel, Layne, and Wong to specifically indicate that the 
signals control cell average analysis, as taught by Lipshutz, because the 
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combination of McCasky Feazel, Layne, and Wong does teach determining a probe 
intensity measurement (column 37, lines 21-43) and, as suggested by Lipshutz, the 
combination would have improved analysis by determining a plurality of intensities 
for each cell and obtaining an average therefrom as well as improving analysis by 
allowing the calculation of a probability and corresponding confidence with respect to 
the identified probe (column 10, lines 16-36 and column 11, lines 7-67). 

1 1. Claims 47 and 48' are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McCasky Feazel et al. in view of Layne et al. and Wong further in view of 
Wheeless, Jr. et al. 

As noted above, the combination of McCasky Feazel, Layne, and Wong teaches 
many of the features of the claimed invention and while the combination does teach 
computer instructions for accepting signals to define a probe array experiment as 
well as that the parameter comprises a probe array image identifier and a probe 
array analysis set and type, as well as control signals to display setup and 
execution, the combination does not specifically indicate that the signals control cell 
average analysis. 

Wheeless teaches a computerized slit-scan cyto-fluorometer for automated cell 
recognition including means for examining fluorescent probes (column 1, lines 11- 
28) by obtaining a plurality of intensity values and determining an averaged scan of 
fluorescence along the cell (column 2, lines 61-67). 
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It would have been obvious to one having ordinary skill in the art to modify the 
invention of McCasky Feazel, Layne, and Wong to specifically indicate that the 
signals control cell average analysis, as taught by Wheeless, because the 
combination of McCasky Feazel, Layne, and Wong does teach determining a probe 
intensity measurement (column 37,. lines 21-43) and, as suggested by Wheeless, the 
combination would have provided means for determining an average intensity that is 
useful in order to pictorially illustrate the boundaries of the cell under analysis 
thereby obtaining important parameters in an accurate method with clear graphical 
results (column 2, lines 61-67 and column 5, line 72 to column 6, line 6). 

Response to Arguments 

12. Applicant's arguments with respect to claims 26-32 and 34-58 have been 
considered but are moot in view of the new ground(s) of rejection. The following 
arguments, however, are noted: 

Applicant argues the combination of Layne and McCasky Feazel stating "there is 
very little common teaching to provide motivation to combine the Layne and 
McCasky Feasel patents. The Layne patent relates to diagnosis of infectious 
disease utilizing conventional microtiter plate technology, but is entirely silent 
regarding the use of probe arrays. Conversely, the McCasky Feasel patent 
describes extensively the use of probe arrays (including Applicant's own 
technology), but is silent regarding any resulting communication of large data 
streams over a computer network. This absence of any nexus between the subject 
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matter of the references relied upon by the Examiner, suggests the improper use of 
hindsight by the Examiner in their combination. Specifically, consciously or 
unconsciously, the Examiner has seized upon Applicant's own disclosure of probe 
array technology, to establish a motivation to combine the Layne and McCasky 
Feasel patents. In view of the use of hindsight to provide motivation for combination 
of the references, it is respectfully asserted that continued rejection of the claims is 
improper. The obviousness claim rejections are improper and should be withdrawn." 

The Examiner asserts that it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight 
reasoning. But so long as it takes into account only knowledge which was within the 
level of ordinary skill at the time the claimed invention was made, and does not 
include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 
(CCPA1971). 

In the instant case, specific motivation exists in knowledge within the level of 
ordinary skill in the art at the time the invention was made as well as Layne 
reference itself. Specifically, it would have been obvious to one having ordinary skill 
in the art to modify the invention of McCasky Feazel to include conducting the 
experiment over a network, as taught by Layne, because, as suggested by Layne, 
the combination would have provided a method for allowing access to biological 
samples in areas where access to laboratory materials and procedures is limited 
(column 8, lines 1-12) as well as provide means for linking the process to additional 
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information and/or additional users to allow more through analysis by sharing 
samples (column 8, lines 38-43 and column 1 0, line 64 to column 1 1 , line 1 1 ). 

Layne specifically indicates "There is therefore a need to provide remote 
automated testing and analysis capability to research scientists and other users 
around the globe, and to provide the means to disseminate and perform analysis on 
this data. The present invention meets this need" and "If desired, the remote user 
can arrange to have the data stored in a database 114, where it may be made 
available to other remote users, according to the submitting remote user's wishes. 
The remote user can also use the program control tools to perform analysis on the 
test data generating by the submitting user or other users" and "An analysis PCT 
124E provide computational tools for analyzing raw data, relational tools for linking 
the raw data and processed results to other information available on the database 
138, and for linking other PCT 124 information and functions. This PCT 124E also 
helps evaluate whether specimens and assays meet acceptable quality control 
standards. This is especially important in situations where archival samples are 
employed. A storage PCT 124F generates electronic records regarding the sample 
and returns them to the submitting remote client 100. To reduce the possibility of 
potential loss of information, these records would also be maintained by the 
database 138 and include elements pertaining to the history of the sample, test 
protocol, documentation, submission, raw data, analysis and analysis links." 



Conclusion 
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13. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. 

U.S. Patent No. 6,289,229 to Crowley teaches a readable probe array for in vivo 
use. 

U.S. Patent No. 5,571,639 to Hubbell et al. teaches a computer-aided 
engineering system for design of sequence arrays and lithographic masks including 
means for accepting signals to control scanning. 

U.S. Patent No. 4,707,237 to Lepp et al, teaches a system for identification of 
cells by electrophoresis including means for aligning a grid to aid in data 
visualization. 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 



Application/Control Number: 09/397,494 



Page 18 



Art Unit: 2857 

date of the advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the date of this final action. 

15. Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey R. West whose telephone number is 
(703)308-1309. The examiner can normally be reached on Monday through Friday, 
8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marc S. Hoff can be reached on (703)308-1677. The fax phone 
numbers for the organization where this application or proceeding is assigned are 
(703)308-7382 for regular communications and (703)308-7382 for After Final 
communications. 

Any Inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 
(703)308-0956. 

jrw 

January 9, 2005 , 
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